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Why?

USA 1787 

Constitution, Article I, section 8: 

"The Congress shall have Power: ... To promote the Progress of Science and 

useful Arts, by securing for limited Times to Authors and Inventors the 

exclusive Right to their respective Writings and Discoveries." 

1790 - "An Act to promote the progress of useful Arts" (Patent Act)



IP
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IP?

usually

Intellectual property (IP) refers to various 

exclusive rights

recognized or granted for 

creations of the mind. 



IP rights?

The most important IP rights:

Patent + Gebrauchsmuster – for a technical invention

Design (patent) = Geschmacksmuster – for a design, style, form, ...

Trademark = Marke – a label or brand to distinguish goods + services

Copyright = Urheberrecht – for a literary, musical, artistic, ... work

There are some more:

Trade secret

Mask work (Topographieschutz)

Plant patent, plant breeders' right (Sortenschutz)

...



Patent

The "deal" between the inventor and the public:

The granted patent, i.e. the "exclusive right", allows the inventor/assignee

• to exclusively make, offer, use, market, import, or own, i.e. exploit 

the invention himself/herself

• to exclude others from any of the above

• to license any of the above to others

• or to sell the invention/patent.

In return, the invention will be 

• published, i.e. its details made known to the public, and 

• is "free", i.e. may be used by anyone when the patent is expired,

thus increasing general knowledge and state of the art. 



Patent

Patent (+ Gebrauchsmuster = petty patent) 

• needs written application with description and claims,

invention must be explained (description/drawings) and defined (claims)

• is published usually 18 months after filing

• requires payment of fees for prior art search and examination

• is examined re novelty, non-obviousness (inventive step), and

industrial application

• grants an exclusive right ("monopoly") within national country for 

a limited period up to 20 years from filing date

• requires annuity or maintenance payments



Patent
General structure

Title, Inventor(s), Filing date, … 

Description

• Field of the invention – high power semiconductor lasers

• Prior art – similar known high power semiconductor lasers

• Problem of prior art devices – need expensive liquid cooling

• Objective(s) – replace liquid cooling by air cooling

• The invention – brief definition of what is new

• Advantage(s) – less expensive, more robust

• Description of example(s) – one or more detailed applications, structures

• Drawings – showing the applications, structures

Claims – define the invention and limit it re prior art

Abstract – abstract of the invention



History (some)

Timetable of patent laws

15th century - Venezia: Statute of 1474

17th century - England: Statute of Monopolies 

18th century - USA

1787 - Constitution, Article I, section 8: "The Congress shall have Power: ... 

To promote the Progress of Science and useful Arts, by securing for limited 

Times to Authors and Inventors the exclusive Right to their respective 

Writings and Discoveries." 

1790 - "An Act to promote the progress of useful Arts" (Patent Act)

19th century - Europe

"Patentgesetz" 1877 in Deutschland, 1888 in CH











US Patent
today



EPC

European Patent 

Convention

Unified prosecution 

for 27 EPC countries, 

There is no

"European Patent". 

Instead, a bundle of 

national rights

requiring national

validation.

pic from Wikipedia

Patents in Europe



European Patent Application



"European Patent"



Design

Design (design patent) = Geschmacksmuster

• usually needs written application with drawing(s) and description

• requires payment of fees

• is not examined

• grants "monopoly" within national country or European Union

for a limited period (EU Community Design: 5 years from filing 

date with renewals every 5 years up to 25 years)

(There also also rights in an unregistered design nationally and in the EU.)



EU Designs

EU

European Union

Unified prosecution 

resulting in a 

"Registered   

Community Design"

pic from Wikipedia



EU Design

Registered 

Community Design



Trademark

Trademark (british: trade mark) ® = registered TM

• Word, figure, figurative mark, package (bottle, box), melody, scent, 

pattern … anything that 

• needs written application with listing of goods and services

• requires payment of fees

• examined re descriptiveness of the TM and/or identical/similar TMs  

• provides "monopoly" within national country or European Union

for a potentially unlimited period (EU Community TM: 10 years 

from filing date with renewals every 10 years)

X™ identifies an unregistered TM which provides rights in some

countries (e.g. USA) – not in EU or CH



Trademarks



European Union

Unified prosecution 

resulting in a 

"Registered

Community TM"

(CH not covered)

pic from Wikipedia

EU Trademark



EU Trademark

Registered   

Community TM

(CH not covered)



IR Trademark

International Registration (IR) for TMs

One single, unified application and procedure before WIPO

(World Intellectual Property Organisation in Geneva)

Practically any country worldwide can be individually selected 

Fee for each country

Each country may refuse protection

Opposition by third party in each country

Finally single international registration as IR trademark



IR Trademark



Licensing of IP

License types

• exclusive (to one party only, no other licensee)

• non-exclusive 

• for a fee: lump sum, quota license, time-limited, area-limited license, ... 

• cross licensing (exchange of licenses): with/without additional 

payment(s), down payment

Companies with large patent portfolios recover parts of their expenditures 

for research and development by licensing. 



Patents …

Take IBM

IBM holds patents on diskettes, microprocessors for video games, 

erasable read-write CD, etc.: total number of patents worldwide is about

40 000, leads US patentee list for years with about 5 000 new patents p.a. 

IBM says: 

• Patents protect IBM's products and services from imitators; 

• IBM gets leverage from its patent portfolio for licensing negotiations; 

• IBM's patents produce considerable income: Fees from licensing, selling

IP (recently to Google), custom-developing IP for other companies, etc.

In 2010, royalty income from licensing, including patents, was around

$1.5 billion: " IBM's IP department is a profit center ... " 

In 2009, IBM spent $5.8 billion on research and development. 



Patents …

Take Microsoft

MS, starting the patent race much later than IBM, received its 10 000th 

US patent in 2009, rising to the top 5 among patent recipients in the US. 

MS and Google fighting a patent battle. Google bought Motorola's mobile

division, several 1000 patents from IBM and others for more than $20 billion. 

And so on:

Nortel's patents were sold to a group of Apple, Microsoft, RIM, and Sony for

$4.4 billion. 

Xerox sues Google, YouTube and Yahoo over "search patents".

.....



Copyright

Copyright © = Urheberrecht, author‘s right 

• for literary, musical, artistic, ... works, covering any artistic and 

creative expression (form) of an idea/information that is substantive and 

discrete, but only the original expression, not the idea itself: 

• work, creation, opus must posess "originality"

• no written application required

• no fees required

• no examination

• protection originates with creation of the work 

• provides protection practically instantly and worldwide through 

Berne Convention for a limited, but long period 

(e.g. CH + DE: 70 years for literary works, 50 years for programs)



Advantages

• a work is protected instantly with its creation,

• is protected worldwide, and

• at no cost.

Disadvantage 

• its legal certainty is debatable: there is no examination so that every 

dispute requires a check, often a second dispute, whether the work in

question is protected. 

©opyright



© History (some)

Copyright protection for computer programs?

A long debate, finally settled by amending copyright act in ... 

1980 USA

1983    Hungary

1984 Australia

1985 Germany, France, Great Britain

1992/93 Schweiz 

Patent protection for computer programs? 

Still uncertain USPTO: rather positive

EPO: so-so – EPC excludes "programs as such"

German PTO: rather not – act excludes programs



©opyright

Some examples of multi-billion business fields:

• music: records, CDs, tapes, performances, ...

• movies, films: tapes, DVDs, ...

• writings: books, pamphlets, advertizing, scientific papers, dissertations, ...

• architecture: plans, buildings, furniture, ...

• fine arts: pictures, drawings, photos, ...

• computer progams, apps: 

e.g. Microsoft: Windows 98, NT, XP, Windows 7, MS Office, ...

or Apple: Mac OS, Leopard, iTunes, ...

Piracy is the biggest problem in some fields because copying of digital data is 

easy and lossless. 



Scientific work results

• Authors want quick and early publication because of competition

• IP people want comprehensive descriptions and complete working 

examples to obtain broad and legally valid patents

Problem is the "novelty requirement" in the patent field

In brief: publication of an invention, even by the inventor, prior to filing 

the corresponding patent application "destroys the novelty", i.e. renders 

patenting impossible.   

Science & IP



Science & IP

One solution to the above problem:

1. Securing priority

Before publication, filing the complete paper to be published as "provisional 

patent application", preferably at the US Patent and TM Office (USPTO).

2. Securing protection

Within 12 months from this filing date, preparing a standard/complete patent

application, even with new matter, and filing it at the USPTO or any other IP

office, claiming the priority of the above "US provisional". 



Advantages of a US provisional

• easy to prepare and file 

• establishes a priority date for 12 months 

• permits further development of the invention 

• is never published/open to public inspection (OPI), i.e. does not disclose 

the invention or state of art of the inventor/applicant

• two or more provisional applications can be associated to the same 

standard/complete patent application within 12 months from the first 

• can be filed in any language (translation must be filed in due course)

• may be used as basis for a priority claim for filing EP and PCT

applications

• inexpensive.

Science & IP



Disadvantages of a US provisional

• the 12-months term cannot be extended

• further inventive features developed after filing a provisional are not 

disclosed until a standard/complete patent application is filed 

• if the description is inadequate, the provisional will not serve its function

of establishing a priority date for the standard/complete patent application

• it is not clear whether a provisional may be used as basis for a priority 

claim for filing applications in all countries under the Paris Convention. 

Science & IP



Thanks for your attention! 

Carl Otto Barth

ABACUS Patentanwälte
Klocke   Späth   Barth 

Adliswil/Zürich (CH)
Tel. +41 (0)44 771 16 06 

e-Mail: info@abacus-patent.ch

Questions?


